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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3 . This application currently names joint inventors. Li considering patentability of the 
claims under 35 U.S.C. 103(aX the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1 and 5-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Menke et al (US Pat. No. 5841744). 

As recited in claim 1, Menke et al show a reconfigurable cartridge processing module for 
use in a data storage system, comprising: a frame, said frame having a lower plate and an upper 
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plate positioned in generally parallel, spaced-apart relation, said lower and upper plates of said 
frame having a plurality of sets of mounting locations provided thereon so that said frame 
defines a first component configuration (see Fig, 21) and a second component configuration (see 
Fig. 20), the first component configuration comprising: a first cartridge receiving device 5 
mounted to a first set of the plurality of sets of mounting locations provided on said fi-ame so that 
said first cartridge receiving device is located at a first position within said frame; and a second 
cartridge receiving device 5 mounted to a second set of the plurality of sets of mounting 
locations provided on said frame so that said second cartridge receiving device is located at a 
second position within said frame, said first and second cartridge receiving devices together 
occupying a volumetric space within said frame, wherein said first and second cartridge 
receiving devices are located substantially between the upper and lower plates of said fi*ame 
when said frame is in the first component configuration; the second component configuration 
comprising a third cartridge receiving device 4 mounted to a third set of the plurality of sets of 
mounting locations provided on said frame, wherein said third cartridge receiving device is 
located substantially between the upper and lower plates of said fi"ame when said fi'ame is in the 
second component configuration. 

As recited in claim 1, according to an open interpretation, Menke et al show said third 
cartridge receiving device occupying substantially the same volumetric space (see Figs. 20 and 
21; insofar as upper magazine 4 in Fig. 20 occupies the space of all 3 adjacent drives 5 in Fig. 
21, upper magazine 4 occupies all subsets of said space, including the space of any 2 adjacent 
drives 5 in Fig. 21) within said frame as is occupied by said first and second cartridge receiving 
devices in said first component configuration. 
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If, however, the hmitation "said third cartridge receiving device occupying substantially 
the same volumetric space within said frame as is occupied by said first and second cartridge 
receiving devices in said first component configuration" were interpreted according to a closed 
interpretation such that the limitation precluded the occupation by 4 of additional space, then 
the claim is unpatentable as obvious in view of Menke et al as follows. 

Menke et al show a reconfigurable cartridge processing module as described above, with 
the foUowmg exception. 

Menke et al do not expHcitly show (under a closed interpretation) replacing 2 devices 
with a single device, such that substantially the same space (and no additional space) is occupied 
by the single device as was occupied by said 2 devices. 

Menke et al show replacmg 3 devices with a single device, such that substantially the 
same space (and no additional space) is occupied by the single device as was occupied by said 3 
devices (see Figs. 21 and 20). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to arrive at the claimed number of replaced parts in the course of routine 
experimentation and optimization as is notoriously well known in the art. The rationale is as 
follows: one of ordinary skill in the art would have been motivated to arrive at the claimed 
number of replaced parts in the course of routine experimentation and optimization in order to 
achieve flexibility in storage apparatus configuration so as to enhance functionality and to adapt 
to changing host system requirements as is notoriously well known in the art (see also arguments 
below). 
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As recited in claim 5, Menke et al show that the second position (in which 5 is located in 
Fig. 21) is located adjacent the first position (in which 5 is located in Fig. 21) so that said second 
cartridge receiving device is located adjacent said first cartridge receiving device when said 
frame is in the first component configuration (see adjacent drives 5 in Fig. 21). 

As recited in claim 6, Menke et al show that the second position is located alongside (see 
Fig. 21, rotated if necessary) the first position so that said second cartridge receiving device is 
located alongside said fu-st cartridge receiving device when said fi*ame is in the first component 
configuration. 

5. Claims 2-4 and 10-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Menke et al (US Pat. No. 5841744). 

Menke et al show a module as described above. 

Due to similarity of claimed subject matter, claims 10, 14 and 20 are treated together. 
Read "means" for "device" where appropriate for claim 14. The method of claim 20 is not 
patentably distinct from claims 10 and 14. 

As recited in claims 10, 14 and 20, Menke et al show, in addition to the above teachings 
(see especially teachings above regarding claim 1), the second position being located adjacent 
the first position so that said second cartridge receiving device is located alongside said first 
cartridge receiving device (see teaching above for claim 6), said third cartridge receiving device 
in said second component configuration substantially replacing said first and second cartridge 
receiving devices in said first component configuration (see open interpretation above for claim 

1). 
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As recited in claims 10, 14 and 20, Menke et al do not explicitly show vice-versa, that a 
volumetric space occupied by said third cartridge receiving device in said second component 
configuration is substantially occupied by said first and second cartridge receiving devices in 
said first component configuration. 

Although Menke et al are silent regarding a single device substantially replacing 2 
devices with substantially identical occupied space, Menke et al explicitly show a single device 4 
substantially replacing 3 devices with substantially identical occupied space. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to arrive at the claimed number of replaced parts in the course of routine 
experimentation and optimization as is notoriously well known in the art. The rationale is as 
follows: one of ordinary skill in the art would have been motivated to arrive at the claimed 
number of replaced parts in the course of routine experimentation and optimization in order to 
achieve flexibility in storage apparatus configuration so as to enhance functionality and to adapt 
to changing host system requirements as is notoriously well known in the art (see also arguments 
below). 

As recited in claims 2 and 1 1, Menke et al show that said first cartridge receiving device 
comprises a cartridge 7 read/write device 5. 

As recited in claims 2 and 1 1, Menke et al are silent regarding a half- width dimension. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to use a half- width cartridge read/write device in the module of Menke et al. 
The rationale is as follows: one of ordinary skill in the art would have been motivated to arrive at 
the claimed dimensions through the process of routine experimentation and optimization in the 
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absence of criticality Gardner v, TEC systems. Inc. . 220 USPQ 777 (Fed. Cir. 1984) as is 
notoriously well known in the art (see also arguments below). 

Furthermore, absent a showing of criticality (i.e., unobvious or unexpected results), the 
dimensions set forth in claims 2 and 1 1 are considered to be within the level of ordinary skill in 
the art. 

Moreover, the instant disclosure does not set forth evidence ascribing unexpected results 
due to the claimed dimensions. See Gardner v. TEC Systems, Inc.^ 725 F.2d 1338 (Fed. Cir. 
1984), which held that the dimensional limitations failed to point out a feature which performed 
and operated any differently from the prior art. 

As recited in claims 3, 12 and 18, Menke et al are silent regarding whether said second 
cartridge receiving device comprises a cartridge storage magazine. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a cartridge storage magazine as a second device in the module of Menke et al as 
is notoriously well known in the art. The rationale is as follows: one of ordinary skill in the art 
would have been motivated to use a cartridge storage magazine as a second device in order to 
increase a storage capacity of the module as is notoriously well known in the art (see also 
arguments below). 

As recited in claims 4, 13 and 19, Menke et al are silent regarding whether said third 
cartridge receiving device comprises a full-width cartridge read/write device. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a full-width cartridge read/write device as a third device in the module of 
Menke et al as is notoriously well known in the art. The rationale is as follows: one of ordinary 
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skill in the art would have been motivated to use a full-width cartridge read/write device as a 
third device in order to increase a reproduction rate of the module as is notoriously well known 
in the art (see also arguments below). 

Regarding claim 15: See teaching above for claim 5. 

Regarding claim 16: See teaching above for claim 6. 

As recited in claim 17, Menke et al show that said first cartridge receiving means 
comprises cartridge read/write means 5 for reading data from and writing data to said at least one 
data cartridge 7. 

Response to Arguments 
6. Applicant's arguments filed April 3, 2003, have been fiilly considered but they are not 
persuasive. 

Applicant's arguments regarding the indefmiteness rejections under 35 U.S.C. 1 12, 
paragraph, are persuasive. The indefmiteness rejections have been withdrawn. 

Regarding claim 1 and its dependent claims: On page 4, lines 15-22, Applicant argues 
"that the third cartridge receiving device (e.g., item 4 in Figure 14, annotated) does not occupy 
"substantially the same volumetric space" within the frame as occupied by the first and second 
cartridge receiving devices (e.g., items 5 in Figure 15, annotated). To the contrary, the third 
device (e.g., item 4) clearly occupies significantlv more volumetric space than is occupied by the 
first and second devices (e.g., items 5)." The Examiner has considered this argument thoroughly 
and agrees that the third device occupies some additional space; however, the fact that additional 
space is also occupied does not negate the fact that the recited space is occupied. 
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Moreover, even if Applicant's interpretation were correct, such that the occupation of 
additional space were precluded by claim 1, the claim is obvious in view of Menke et al as 
described in the rejections above. The other prior art of record clearly supports the rationale and 
motivation for altering the module of Menke et al. 

Dankman et al (US Pat. No. 5491609) teach that, because of a need to "provide a great 
deal of flexibility to users", it is desirable for computers to "provide the capability to change 
their configuration by simply sliding an external module of any size, for example, a CD-ROM 
module . . . into an external docking bay on a computer that transforms the computer (with the 
added module) into a new system with enhanced functionality" (see col. 2, lines 14-21, emphasis 
added). Dankman et al also teach replacing 2 devices by a single device having a width equal to 
the sum of the widths of the 2 replaced device (see col 6, hnes 10-22, in which 2 devices with 
widths W and 2W, are replaced by a device with width 3W), 

Kersey et al (US Pat. No. 5870245) teach that "system flexibility of tape and other 
storage media libraries is highly desirable" (see col. 1, lines 53-56, emphasis added). Kersey et al 
teach that "It is also desirable to provide system flexibility which allows the use of drive, media, 
and combmation drive/media modules, and which allows easy interchangeability of the modules 
to adapt to changing host system requirements" (see col 1, hnes 58-62, emphasis added). 

Itawaki et al (EP 0542482 A2) teach that "video tape recorder 7a can be exchanged fi-eely 
for another video tape recorder of a different type" (see col. 24, lines 32-34), wherein the other 
type of recorder disclosed is "two video tape recorders 7b" (see col. 22, lines 30-32, emphasis 
added; see also Figs, 1 and 3). 
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The teachings of the prior art make it clear that flexibility is desirable, such that the sizes 
of devices are variable according to user preference, and that types of devices are variable 
according to user preference, and that a number of devices replaced is variable according to user 
preference, and that replacing 2 devices with a single device was within the level of ordinary 
skill in the art. These variables may be changed at the whim of the user to meet evolving data 
storage needs. 

Furthermore, AppUcant has failed to demonstrate criticality of the number 2 by a showing 
of any unexpected results due to the claimed number of replaced devices. 

Applicant's other arguments are moot in view of the new grounds of rejection. 

Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to appHcant's 
disclosure. Menke (WO 95/0753 1) shows "at least two play-back units (2) for reading or writing 
information of the disk", wherein "the play-back units (2) are exchangeably superimposed in the 
plane of the disk magazme (4)" (see Enghsh language Abstract). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JuUe Anne Watko whose telephone number is (703) 305-7742. 
The examiner can normally be reached on Mon-Thurs 7:30-5 and alternate Fri 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa T. Nguyen can be reached on (703) 305-9687. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93 14 for regular 
communications and (703) 872-9315 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4700. 

JuUe Anne Watko 
Examiner 



JAW 

May 1, 2003 




